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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

Claims 10-29 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Godwin et al. (US Pat. 4,543,420) in view of Schlosberg et al. (US Pat. 4,543,420). 
Considering Claim 10 and 15, 17, 18, 20, 22-24 : Godwin et al. teaches a process for 
preparing a plasticizer ester (1 :7-10) comprising esterifying a polybasic aromatic 
carboxylic acid or anhydride with an acid having nine or ten carbon atoms (3:20-30); 
treating the ester with a base; stripping the liquid product; adding powdered/activated 
carbon/an adsorbent and clay/a filter aid to the liquid; and filtering the product (Example 
1)- 

Godwin et al. does not teach filtering the crude ester to remove a liquid product 
and then stripping the liquid product before the purification steps. However, Schlosberg 
et al. does teach the filtration of solids from the ester mixture and then removal of 
excess alcohol by steam stripping before the final filtration (purifying) steps (Col. 6, lines 
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1-5). Godwin et al. and Schlosberg et al. are analogous art because they are from the 
same field of endeavor, namely that of processes for making plasticizer esters. At the 
time of the invention, a person of ordinary skill in the art would have found it obvious to 
include the steps of filtration of solids from the ester mixture and then removal of excess 
alcohol by steam stripping, as taught by Schlosberg et al., in the overall process, as 
taught by Godwin et al., and would have been motivated to do so because an extra 
filtration step can enhance the purity of the plasticizer ester as well as enhancing its 
properties. 

Considering claims 11 and 12 : Godwin et al. teaches the base as being caustic/sodium 
hydroxide (Example 1 ). 

Considering Claim 13 : Godwin et al. teaches separating the aqueous and organic 
phases/removing water (Example 1 ). 

Considering Claim 14 : Godwin et al. does not teach the initial removal of water as 
being done by stripping or flashing. However, Schlosberg et al. teaches using a flash 
step to remove water prior to filtering and stripping (5:66-67). It would have been 
obvious to a person having ordinary skill in the art at the time of invention to have used 
the flash technique of Schlosberg et al. in the process of Godwin et al., and the 
motivation to do so would have been, it is a known technique for separating the water 
and organic phases during the production of plasticizer esters. 
Considering Claim 16 : Godwin et al. does not teach using phthalic anhydride. 
However, Schlosberg et al. teaches a plasticizer made from an esterification reaction 
between phthalic anhydride and an alcohol (Example 1). It would have been obvious to 
a person having ordinary skill in the art at the time of invention to have used the phthalic 
anhydride of Schlosberg et al. in the process of Godwin et al., and the motivation to do 
so would have been, as Schlosberg et al. suggests, phthalate esters have high 
oxidative stability (Example 1). 

Considering Claim 19 : Godwin et al. teaches the filter aid and adsorbent as being used 
in a combined amount of 0.3 wt percent (Example 1 ). 

Considering Claim 21 : Godwin et al. teaches the mixture of filter aid and adsorbent as 
being 67 weight percent filter aid and 33 weight percent adsorbent (Example 1 ). 
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Considering Claim 25 : Clay will act as both a filter aid and an absorbent material, as 
evidenced by Schlosberg et al. (6:9-1 1). 

Considering Claims 26-27 : Godwin et al. teaches the adsorbent as being added at 95 
°C (Example 1). 

Considering Claims 28 and 29 : Godwin et al. teaches the adsorbent as being added at 
95 °C (Example 1). 

Godwin et al. does not teach using phthalic anhydride. However, Schlosberg et 
al. teaches a plasticizer made from an esterification reaction between phthalic 
anhydride and an alcohol (Example 1). It would have been obvious to a person having 
ordinary skill in the art at the time of invention to have used the phthalic anhydride of 
Schlosberg et al. in the process of Godwin et al., and the motivation to do so would 
have been, as Schlosberg et al. suggests, phthalate esters have high oxidative stability 
(Example 1). 

The Office recognizes that all of the claimed effects and physical properties are 
not positively stated by the reference. However, the reference teaches all of the 
claimed ingredients. Therefore, the claimed effects and physical properties would 
implicitly be achieved by combining the disclosed ingredients. If it is applicant's position 
that this would not be the case: (1 ) evidence would need to be presented to support 
applicant's position; and (2) it would be the examiner's position that the application 
contains inadequate disclosure that there is no teaching as to how to obtain the claimed 
properties and effects by combining only these ingredients. 

Claims 10-31 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ageishi et al. (5,880,310) in view of Schlosberg et al. (5,798,319). 

Regarding claim 10 , Ageishi et al. teaches a process for producing plasticizer 
esters comprising (Col. 1 , lines 6-7) esterifying an acid or an anhydride (Col. 3, lines 27- 
28) with an alcohol containing from 6 to 13 carbon atoms to form a crude ester (Col. 3, 
lines 41-44) and then treating it with a base solution (Col. 3, lines 54-55). The crude 
ester is purified through a combination of fine filtration using a filter aid and adsorption 
treatment (Col. 5, lines 8-11). 
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Ageishi et al. does not teach filtering the crude ester to remove a liquid product 
and then stripping the liquid product before the purification steps. However, Schlosberg 
et al. does teach the filtration of solids from the ester mixture and then removal of 
excess alcohol by steam stripping before the final filtration (purifying) steps (Col. 6, lines 
1-5). Ageishi et al. and Schlosberg et al. are analogous art because they are from the 
same field of endeavor, namely that of process for making plasticizer esters. At the 
time of the invention, a person of ordinary skill in the art would have found it obvious to 
include the steps of filtration of solids from the ester mixture and then removal of excess 
alcohol by steam stripping, as taught by Schlosberg et al., in the overall process, as 
taught by Ageishi et al., and would have been motivated to do so because an extra 
filtration step can enhance the purity of the plasticizer ester as well as enhancing its 
properties. 

Regarding claims 11-12 , Ageishi et al. additionally teaches that the base solution 
used in the process is an alkali metal salt, such as sodium hydroxide (Col. 6, lines 9- 
10). 

Regarding claims 13-14 , Ageishi et ai. does not teach the process step of 
removing the water from the ester before the first filtering step by flashing or steam 
stripping. However, Schlosberg et al. does teach the removal of the water through heat 
and vacuum in a flash step (Col. 5, lines 66-67) before the first filtration. At the time of 
the invention, a person of ordinary skill in the art would have found it obvious to use the 
above step of removing the water before the first filtration, as taught by Schlosberg et 
al., in the overall process, as taught by Ageishi et al., and would have been motivated to 
do so in order to facilitate the ease of the first filtration step. 

Regarding claims 15-16 , Ageishi et al. additionally teaches that the acid or 
anhydride can be aromatic monocarboxylic acids or anhydrides and polybasic aromatic 
carboxylic acids and anhydrides, such as phthalic anhydride (Col. 3, lines 25-30). 

Regarding claims 17-18 , Ageishi et al. additionally teaches that the alcohol is a 
C 9 to Cn alcohol, preferably a Ci 0 or Cn alcohol (Col. 3, lines 40-45). 

Regarding claim 19 . Ageishi et al. does not teach that the adsorbent and the filter 
aid are used in amounts from about 0.01 to about 5 weight percent based on the weight 
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of the ester. However, it is well known in the art to change result effective variables, 
such as the amounts of additives used in a process to make a composition (MPEP 
§2144.05). At the time of the invention, a person of ordinary skill in the art would have 
found it obvious to optimize the amount of adsorbent and filter aid used in the process 
to make a plasticizer ester through routine experiment, and would have been motivated 
to do so in order to determine the optimum amount of these additives needed to effect 
an efficient filtration to produce a plasticizer ester having the desired properties. 

Regarding claim 20 , Ageishi et al. additionally teaches that the final filtration can 
be performed by simultaneously conducting adsorption and filtration using a filter aid 
and an adsorbent (Col. 6, lines 55-60). 

Regarding claim 21 , Ageishi et al. does not teach that the mixture of filter aid and 
adsorbent used in the process is from about 90 to about 30 parts by weight of the filter 
aid and from about 10 to about 70 parts by weight of the adsorbent. However, it is well 
known in the art to change result effective variables, such as the amounts of additives 
used in a process to make a composition (MPEP §2144.05). At the time of the 
invention, a person of ordinary skill in the art would have found it obvious to optimize the 
amount of adsorbent and filter aid used in the process to make a plasticizer ester 
through routine experimentation, and would have been motivated to do so in order to 
determine the optimum amount of these additives needed to effect an efficient filtration 
to produce a plasticizer ester having the desired properties. 

Regarding claim 22-25 , Ageishi et al. additionally teaches that the adsorbent 
used can be activated carbon (Col. 5, lines 10-15). Ageishi et al. does not teach that 
the filter aid is a clay or that the adsorbent also acts as the filter aid. However, 
Schlosberg et al. does teach that the adsorbent/filter aid can be clay (Col. 5, lines 55- 
60). At the time of the invention, a person of ordinary skill in the art would have found it 
obvious to use clay as filter aid/adsorbent, as taught by Schlosberg et al., in the overall 
process, as taught by Ageishi et al., and would have been motivated to do so because it 
is a common filter aid/adsorbent used in these processes and it is a naturally occurring 
material which makes it more economical than other choices. 
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Regarding claims 26-27 , Ageishi et al. additionally teaches that the adsorption 
temperature and the filtration temperature are generally between 30° C and 120° C 
(Col. 5, lines 40-45). 

Regarding claim 28 , Ageishi et al. additionally teaches that the adsorption 
temperature and the filtration temperature are generally between 30° C and 120° C 
(Col. 5, lines 40-45) and that the plasticizer is a Cs to C13 dialkyl phthalate (using the 
specified alcohols and phthalic anhydride will produce these) (Col. 3, lines 25-45). 

Regarding claim 29 , Ageishi et al. additionally teaches that the plasticizer ester is 
a di-alkyl phthalate (using the specified alcohols and phthalic anhydride will produce 
these) (Col. 3, lines 25-45). 

The Office recognizes that all of the claimed effects and physical properties are 
not positively stated by the reference. However, the reference teaches all of the 
claimed ingredients. Therefore, the claimed effects and physical properties would 
inherently be achieved by combining the disclosed ingredients. If it is applicant's 
position that this would not be the case: (1 ) evidence would need to be presented to 
support applicant's position; and (2) it would be the examiner's position that the 
application contains inadequate disclosure that there is no teaching as to how to obtain 
the claimed properties and effects by combining only these ingredients. 

Regarding claim 30 , Ageishi et al. additionally teaches using this plasticizer to 
plasticize a vinyl chloride resin (Col. 1, lines 5-10). 

Regarding claim 31 , Ageishi et al. additionally teaches using this composition as 
an insulating material for things like a wire cable (Col. 1, lines 10-15). 

Response to Arguments 

Applicant's arguments filed October 24, 2008 have been fully considered but they 
are not persuasive, because: 

A) Applicants assertion that an agreement had been reached on allowability 
based on the light ends limitation is not accurate. As shown on the interview summary 
form, it was agreed that the limitation "appears to overcome the applied art" (Emphasis 
added). However, the applicant was reminded that a further search would be required. 
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See Interview Summary, May 19, 2008. It was during this new search that the newly 
applied art was found. 

B) Applicants argument that the references of record do not teach excluding 
stripping prior to filtering is not persuasive. The instant claims are directed to a process 
comprising the claimed steps. "The transition 'comprising' in a method claim indicates 
that the claim is open-ended and allows for additional steps." Genentech, Inc. v. Chiron 
Corp., 112 F.3d 495, 501, 42 USPQ2d 1608, 1613 (Fed. Cir. 1997). Therefore the 
prohibition on stripping prior to the first filtration is not present in the instant claims. 

Additionally, the applicant has asserted in their arguments that filtering the 
solution prior to a stripping step is "the heart of the invention as taught by the 
specification" (Applicants arguments, 10/24/08, page 6). Specifically, the applicant 
assert that the removal of water in Scholsbeg et al. prior to filtration is prohibited by the 
teaching of the specification. This is not supported by the original specification or the 
current claims. 

First, the applicant is currently claiming a step where "the water is removed by 
flashing or steam stripping" (Claim 14) and that the water removal occurs "before 
filtering step (iii)" (Claim 14). If the heart of the invention were in fact that the filtering 
step occurs prior to any stripping step, then the applicant is claiming a process that 
does not fall within the scope of their invention. Additionally, the original specification 
claims that the selection of absorbent and purification conditions are the most important 
features for obtaining the plasticizer with the desired properties fl|0038-39), not the 
avoidance of stripping prior to the filtration.. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
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TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Liam J. Heincer whose telephone number is 571-270- 
3297. The examiner can normally be reached on Monday thru Friday 7:30 to 5:00 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Eashoo can be reached on 571-272-1 197. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Mark Eashoo/ LJH 

Supervisory Patent Examiner, Art Unit 1796 December 18, 2008 



